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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1 . A request for continued exannination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 .114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finalijy-.of the previous Office action 
has been withdrawn pursuant to 37 CFR 1 .1 14. Applicant's submission filed on 
04/18/05 has been entered. 

Notice to Applicant 

2. This communication is in response to the RCE filed on 04/18/05. Claim 78 has 
been newly added. Claims 1-78 are pending. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

4. Claims 1-18, 22-35, 39-53, 57-58, 65, 69, 74 and 78 are rejected under 35 
U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 
The basic of this rejection is set forth in a two-prong test of: 

(1 ) wether the invention is within the technology arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 
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In the present case, clainns 1-18, 22-35, 39-53, 57-58, 65, 69,74 and 78 are non- 
statutory. Among this group only claims 58 and 69 recites a computer for providing an 
incentive incident to the purchase or re-lease of an automobile, comprising the steps of 
in its preamble but does not recite any technological device in the body of the claim in 
performing the various steps of processing" within the computer system. 
As to technological arts recited in the preamble, mere recitation in the preamble (i.e., 
intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer 
statutory subject matter to an otherwise abstract idea unless there is positive 
recitation in the claim as a whole to breathe life and meaning into the preamble. 
As per claims 1-18, 22-35, 39-53, 57-58, 65, 69 and 74, Examiner respectfully 
requests a clear and definite language tying the body of the claim to a 
technological device such as a computer, and not merely in the preamble. 
As per claims 58 and 69, Examiner respectfully submits that the recited 
"computer" is utilized in a trivial manner (i.e., passively recorded). In order to pass 
muster under 35 U.S.C. 101, the recited technological device must be employed in a 
non-trivial manner (e.g.,), "for providing an incentive incident to the purchase or re-lease 
of an automobile" 

As to technological arts recited in the preamble, mere recitation in the preamble (i.e., 
intended or field of use) or mere implication of employing a machine or article of 
manufacture to perform some or all of the recited steps does not confer 
statutory subject matter to an otherwise abstract idea unless there is positive 
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recitation in the claim as a wliole to breathe life and meaning into the preamble. 
In the present case, none of the recited steps are directed to anything in the 
technological arts as explained above with the exception of the recitation in the 
preamble that the method is "a computer system". Looking at the claims 1-18, 
22-35, 39-53, 57-58, 65, 69, 74 and 78 as a whole, nothing in the body of the 
claims recites any structure or functionality to suggest that a computer performs 
the recited steps. Therefore, the preamble is taken to merely recite a field of 
use. Additionally, for a claimed invention to be statutory, the claimed invention must 
produce a useful, concrete, and tangible result. In the present case, the claimed 
invention produces a sale and lease of an item (i.e., repeatable) used in helping buyer 
to calculate a premium (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed Invention, as a whole, is not within the technological arts as explained 
above, claims 1-18, 22-35, 39-53, 57-58, 65, 69, 74 and 78 are deemed to be directed 
to non-statutory subject matter. Therefore, the rejection under 35 U.S.C. 101 is hereby 
maintained. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disctosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1 , 5-21 , 22-35, 40-53, 58, 65-69, 70-77 are rejected under 35 U.S.C. 1 03 
(a) as being unpatentable over Joao (6,347,302), Bell et a! (6,574,606) in view of 
Joseph (2001/0034690). 

(A) As per claim 1 , Joao discloses identifying a lease on an item that corresponds to 
an electronicallv stored record, the lease having an approaching expiration date (See 
Joao Col. 16, lines 4937 to Col. 17, line 33), identifying a customer corresponding to the 
lease (See Joao, Col.1 1 , lines 43-67). 

Joao does not explicitly disclose a method for encouraging the purchase or re- 
leasing of an item after an expiration of a lease. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Col.3, lines 18-67 to Col.4, lines 11-51). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col.1 , lines 51-55). 

Joao and Bell do not explicitly disclose offering the customer a paid insurance 
policy in exchange for purchasing or re-leasing the item after the expiration date. 

However, this feature is known in the art, as evidenced by Joseph. In particular. 
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Joseph suggests offering the customer a paid insurance policy in exchange for 
purchasing or re-leasing the item after the expiration date (See Joseph. Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records 
concerning vehicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009). 

(B) As per claim 5, Joao discloses the method wherein the insurance policy covers 
the item upon a completion of the purchase of the item by the customer (CoL6, lines 7- 
57). 

(C) As per claim 6, Joao discloses the method further comprising: entering into a 
sales agreement with the customer (Col.1 1 , lines 22-60). 

(D) As per claim 7, Joao discloses the method, fudher comprising: paying a 
premium to an insurance provider for the insurance for the item (Col.1 1 , lines 66-67 to 
Col.1 2, line 54). 

(E) As per claim 8, Joao discloses the method wherein the insurance policy has a 
maximum term of one year (Col. 18, lines 11-30). 
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(F) As per claim 9, Joao discloses the method wherein the item is an automobile of 
a particular make and a model (Col.1 1, lines 32-42). 

(G) As per claim 10, Joao discloses the method wherein the insurance policy 
covers comprehensive losses relating to the item (Col. 12, lines 39-67). 

(H) As per claim 1 1 , Joao discloses the method wherein the insurance policy 
covers collision losses relating to the item (Col. 12, lines 39-67). 

(I) As per claim 1 2, Joao discloses the method wherein the insurance policy is 
provided without consideration of further characteristics of the buyer by an insurance 
provider (Col.9, lines 15-67, Col.34-53). 

(J) As per claim 1 3, Joao discloses the method wherein tile insurance policy covers 
all users of the item (Col.9; lines 15-67). 

(K) As per claim 14, Joao discloses the method wherein said offering further 
comprises paying at least a portion of the insurance premium for the insurance policy 
(Col.9; lines 25-67, Col. 14, lines 29-65). 

(L) As per claim 1 5, Joao discloses the method wherein said paying further 
comprises: paying the insurance premium to an affiliate for the insurance policy 
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(Col. 13, lines 34-67; Col. 14, lines 29-67). 

(M) As per claim 1 6, Joao discloses the method wherein the insurance premium is 
the same for each of a class of items to which the item belongs (Col. 6, lines 7-67). 

(N) As per claim 1 7, Joao discloses the method wherein the customer must reside 
in a selected geographic region to receive the insurance (Col. 6, lines 7-67). 

(O) As per claim 1 8, Joao discloses the method wherein the insurance is provided 
based on a class of the item and a geographic region which the customer resides, 
without consideration of further characteristics of the buyer by an insurance provider 
(Col.6, lines 7-67). 

(P) As per claim 19, Joao discloses means for identifying a lease on an item, the 
lease having an approaching expiration date (See Joao, Col.1 1, lines 43-67), means for 
identifying a customer corresponding to the lease (See Joao, Col.1 1 , lines 43-67); an 
apparatus for encouraging a purchase of an item after an expiration of a lease for the 
item See Bell Col.3, lines 18-67 to Col.4, lines 11-51). 

Joao and Bell do not explicitly disclose means offering the customer a paid 
insurance policy in exchange for purchasing or re-leasing the item after the expiration 
date. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
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Joseph suggests means offering the customer a paid insurance policy in exchange for 
purchasing or re-leasing the item after the expiration date (See Joseph, Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records 
concerning vehicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009). 

(Q) As per claim 20, Joao discloses a processor (See Joao, Col.1 1 , lines 22-31), 
and a memory in communication with the processor, the memory for storing a plurality 
of processing instructions enabling the processor to: identify a lease on an item the 
lease having an approaching expiration date (See Joao, Col. 15, lines 49-67 to Col. 16, 
line 65), identify a customer corresponding to the lease (See Bell, Col.1 5, lines 49-67 to 
Col.1 6, line 65); an apparatus for encouraging a purchase of an item after an expiration 
of a lease for the item (See Bell Col.3, lines 18-67 to Col. 4, lines 11-51). 

Joao and Bell do not explicitly disclose provide an offer to the customer for an 
insurance policy for the item in exchange for purchasing the item after the expiration 
date. 

However, this feature is known in the art, as evidenced by Joseph. In particular. 
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Joseph suggests provide an offer to the custonner for an insurance policy for the item in 
exchange for purchasing the item after the expiration date (See Joseph, Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records 
concerning vehicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009), 

(R) Claim 21 differs from claims 1 and 19-20, by reciting a computer-readable 
medium encoded with processing instructions for implementing a method, performed 
by a computer, for encouraging a purchase of an item after an expiration of a lease for 
the item. 

As per this limitation, it is noted that Joao discloses the method comprising: 
identifying a lease on an item, the lease having an approaching expiration date, 
identifying a customer corresponding to the lease (See Joao, Col. 11 , lines 43-67); 
performed by a computer, for encouraging a purchase of an item after an expiration of a 
lease for the item (See Bell Col.3, lines 1 8-67 to Col.4, lines 1 1 -51 ) and Joseph 
discloses offering the customer an insurance policy for the item in exchange for 
purchasing the item after the expiration date (See Joseph, Page 5, Paragraphs 0045 - 
0047). 

Thus, it is readily apparent these prior art systems utilize a computer-readable 
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medium encoded with processing instructions for implementing to perform their 
specified function. 

The remainder of claim 21 is rejected for the same reason given above for 
claims 1, and 19-20, and incorporated herein, 

(S) Claim 58 differs from claims 1 , and 1 9-20 by reciting a method 
operable on a computer for providing an incentive incident to the purchase or re- 
lease of an automobile. 

As per this limitation, it is noted that Joao discloses comprising the steps of: 
identifying a plurality of automobile models for which it is identifying a plurality of 
leased automobiles, each of said leased automobiles comprising one of said plurality 
of automobile models, each of said plurality of leased automobiles owned by a 
respective lessee, each of said plurality of leased automobiles scheduled to come off 
lease on an approaching expiration date (See Joao Col.11, lines 22-67, Col. 12, lines 
26-67 to Col. 14, line 65), initiating to the lessee of each of said plurality of leased 
automobiles an offer to pay at least a portion of an insurance premium for an 
automobile insurance policy covering said current lessee for the currently leased 
automobile if the lessee purchases or releases the currently leased automobile upon 
the expiration date (See Joao, Col.9, lines 8-67), paying, upon the purchase or re-lease 
of at least one of said plurality of leased automobiles by a current lessee, at least a 
portion of the cost of the automobile insurance policy covering said current lessee for 
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the purchased or re-leased automobile (See Joao, Col. 9, lines 8-67); an incentive to 
encourage the sale or re-lease of said plurality of automobile models (See Bell, Col.3, 
lines 18-67 to Col.4, line 51 ); and Joseph discloses initiating the issuance of said 
automobile insurance policy covering said current lessee covering said current lessee 
for the purchased or re-leased automobile (See Joseph, Page 4, Paragraphs 0043- 
0044). 

Thus, it is readily apparent these prior art systems utilize a computer for 
providing an incentive incident to the purchase or re-lease of an automobile to 
perform their specified function. 

The remainder of claim 58 is rejected for the same reason given above for 
claims 1 and 19-20, and incorporated herein. 

(T) Claims 65-69 and 74-77 recite the same limitations as claim 58 above, are 
therefore rejected under the same rationale. 

(U) Claims 22-35 and 40-53 recite the underlying process of the elements of claims 
5-18, and respectively. As the various elements of claims 5-18 have been shown to be 
either disclosed by or obvious in view of the collective teachings of Joao, Bell and 
Joseph, It is readily apparent that the apparatus disclosed by the applied prior art 
performs the recited underlying functions. As such, the limitations recited in claims 22- 
35 and 40-53 are rejected for the same reasons given above for system claims 5-18, 
and incorporated herein. 
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(V) Claims 70-73 recite the underlying process of the elements of claims 59-63, and 
respectively. As the various elements of claims 59-63 have been shown to be either 
disclosed by or obvious in view of the collective teachings of Joao, Bell and Joseph, it is 
readily apparent that the apparatus disclosed by the applied prior ad performs the 
recited underlying functions. As such, the limitations recited in claims 70-73 are rejected 
for the same reasons given above for system claims 59-63, and incorporated herein. 

7. Claims 2, 38-39 and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Joao (6,347,302), Bell et al (6,574,606) in view of Ryan et al 
(6,304,859). 

(A) As per claim 2, Joao discloses identifying a customer record electronicallv stored 
having a lease on an item, the lease having an approaching expiration date (See Joao 
Col. 16', lines 49-67 to Col. 17, line 33), and determining a term for an insurance policy, 
the insurance policy having an insurance premium at most equal to the difference (See 
Joao Col.7, lines 66-67 to Col.8, line 67). 

Joao does not explicitly disclose a method for encouraging the purchase or re- 
leasing of an item after an expiration of a lease. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Col.3, lines 18-67 to Col.4, lines 1 1-51). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col.1, lines 51-55). 

Joao and Bell do not explicitly disclose calculating a difference between an actual 
residual value and a projected residual value of the item; and if the customer purchases 
or re-leases the item at the expiration of the lease, paying the insurance premium on 
behalf of the customer for the term of the insurance policy. 

However, these features are known in the art, as evidenced by Ryan. In 
particular, Ryan suggests calculating a difference between an actual residual value and 
a projected residual value of the item (See Ryan, Col.6, lines 5-67), and if the customer 
purchases or re-leases the item at the expiration of the lease, paying the insurance 
premium on behalf of the customer for the term of the insurance policy (See Ryan, Col. 
6, lines 5-67). 

It would have been obvious to one of ordinary skill in the ad at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1) optimal premium determination, 2) current cash 
value monitoring, and 3) periodic reporting (See Ryan Col.5, lines 16-19). 

(B) As per claim 38, Joao discloses a computer-readable medium encoded with 
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processing instructions for implementing a method, performed by a computer (See Joao 
Col.5, lines 38-67 to Col.6, line 6), for encouraging the purchase of an item after an 
expiration of a lease for the item (See Bell, Col. 3, lines 18-67), the method comprising: 
identifying a customer having a lease on an item, the lease having an approaching 
expiration date (See Joao Col. 15, lines 49-67 to Col. 16, line 65). 
Joao does not explicitly disclose a method for encouraging the purchase or re-leasing of 
an item after an expiration of a lease. 

However, this feature is known In the art, as evidenced by Joseph. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Col. 3, lines 18-67 to Col. 4, lines 1 1-51). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col.1, lines 51-55). 

Joao and Bell do not explicitly disclose calculating a difference between an actual 
residual value and a projected residual value of the item; determining a term for an 
insurance policy, the insurance policy having an insurance premium at most equal to 
the difference; and if the customer purchases the item at the expiration of the lease, 
paying at least a portion the insurance premium on behalf of the customer for the tern of 
the insurance policy. 

However, these features are known in the art, as evidenced by Ryan. In 
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particular, Ryan suggests calculating a difference between an actual residual value 
and a projected residual value of the item (See Ryan, Col.6, lines 5-67), determining a 
term for an insurance policy, the insurance policy having an insurance premium at 
most equal to the difference (See Ryan, Col.6, lines 5-67) and if the customer 
purchases the item at the expiration of the lease, paying at least a portion the 
insurance premium on behalf of the customer for the tern of the insurance policy (See 
Ryan, Col.6, lines 5-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1) optimal premium determination, 2) current cash 
value monitoring, and 3) periodic reporting (See Ryan Col.5, lines 16-19). 

(C) Claim 39 recites the same limitations as claim 38 above, is therefore rejected 
under the same rationale. 

(D) Claim 56 recites the same limitations as claim 38 above, is therefore rejected 
under the same rationale. 

8. Claims 3-4, 36-37, 54-55 and 57 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Joao (6,347,302) in view of Ryan et al (6,304,859). 

(A) As per claim 3, Joao discloses a method for receiving an insurance policy for 
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an item, comprising: leasing an item for a predetermined period of time (See Joao, 
Col. 13, lines 34-67 to Col. 14, line 65), creating an electronic record associated with the 
item, storing the electronic record (See Joao Col.16, lines 49-67 to Col. 17, line 33); 
purchasing the item at the expiration of the predetermined period of time (See Joao; 
Col.13, 34-67 to Col.4, line 65). 

Joao does not explicitly disclose receiving an insurance policy for the item, 
wherein at least a portion of the premium corresponding to the insurance policy is paid 
by a third party in exchange for the purchase of the item. 

However, this feature is known in the art, as evidenced by Ryan. In particular, 
Ryan suggests receiving an insurance policy for the item, wherein at least a portion of 
the premium corresponding to the insurance policy is paid by a third party jn 
exchange for the purchase of the item (See Ryan, Col.4, lines 22-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Ryan within the system of Joao with the 
motivation of providing a system performing three processes which ideally occur 
simultaneously, namely, 1) optimal premium determination, 2) current cash value 
monitoring, and 3) periodic reporting (See Ryan Col.5, lines 16-19). 

(B) As per claim 4, Joao discloses the method wherein said purchasing comprising 
re-leasing the item (Col.1 , lines 5-12, Col.2, lines 58-67 to Col.3, line 40). 
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(C) Claim 36 differs from claim 3 by reciting an apparatus for encouraging the 
purchase of an item after all expiration of a lease for the item. 

As per this limitation, it is noted that Joao discloses means for identifying a 
customer having a lease on all item, the lease having an approaching expiration date 
(Col.1 1, lines 43-67), means for calculating a difference between all actual residual 
value and a projected residual value of the item; means for determining a term for an 
insurance policy, the insurance policy having an insurance premium at most equal to 
the difference (See Joao Col. 7, lines 66-67 to Col. 8, line 67) and Ryan discloses 
means for calculating a difference between all actual residual value and a projected 
residual value of the item (See Ryan, Col.6, lines 40-67,, Col. 12, lines 1-67), and 
means for paying at least a portion of the insurance premium on behalf of the 
customer for the term of the insurance policy if the customer purchases the item at 
the expiration of the lease (See Ryan, Col.1 3, lines 1-67 to Col.1 4, line 67). 

Thus, it is readily apparent these prior art systems utilize an apparatus for 
encouraging the purchase of an item after all expiration of a lease for the item to 
perform their specified function. 

The remainder of claim 36 is rejected for the same reason given above for 
claims 1-3, and 19-21 , and incorporated herein. 

(D) As per claim 37, Joao discloses a processor (Col.1 1, lines 22-31), and a 
memory in communication with the processor, the memory for storing a plurality of 
processing instructions enabling the processor to: identify a customer having a lease 
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on all item, the lease having an approaching expiration date (Col. 15, lines 49-67 to 
Col. 16, line 65), determine a term for an insurance policy the insurance policy having 
an insurance premium at most equal to the difference (See Joao Col.7, lines 6637 to 
Col.8, line 67), an apparatus for encouraging the purchase of an item after an 
expiration of a lease for the item (See Bell, Col.3, lines 18-67). 

Joao and Bell do not explicitly disclose calculate a difference between all actual 
residual value and a projected residual value of the item; and pay at least a portion 
of the insurance premium on behalf of the customer for the term of the insurance 
policy, if the customer purchases the item at the expiration of the lease. 

However, these features are known in the art, as evidenced by Ryan. In 
particular, Ryan suggests calculate a difference between all actual residual value and 
a projected residual value of the item (See Ryan, Col.6, lines 5-67), and pay at least a 
portion of the insurance premium on behalf of the customer for the term of the 
insurance policy, if the customer purchases the item at the expiration of the lease 
(See Ryan, Col.6, lines 5-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1) optimal premium determination, 2) current cash 
value monitoring, and 3) periodic reporting (See Ryan Col.5, lines 16-19). 



(E) Claim 54 recites the same limitations as claim 36 above, is therefore rejected 
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(F) Claim 55 recites the same limitations as claim 37 above, is therefore rejected 
under the same rationale. 

(G) As per claim 57, Joao discloses a method for receiving an insurance policy for 
an item, comprising: leasing an item for a predetermined period of time (Col, 13, lines 
34-67 to Col. 14, line 65), entering into a new lease agreement for the item at the 
expiration of the predetermined period of time (See Joao; Col.1 1 , lines 18-67, 

Col. 13, 34-67 toCol.4, line 65). 

Joao does not explicitly disclose receiving an insurance policy for the item, 
wherein at least a portion of the premium corresponding to the insurance policy is paid 
by a third party. 

However, this feature is known in the art, as evidenced by Ryan. In particular, 
Ryan suggests receiving an insurance policy for the item, wherein at least a portion of 
the premium corresponding to the insurance policy is paid by a third party (See Ryan, 
Col.4, lines 22-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Ryan motivation of providing a system 
performing within the system of Joao with the simultaneously, monitoring, and 3) 
periodic reporting (See Ryan Col.5, lines 16-19) three processes which ideally occur 
namely, 1) optimal premium determination, 2) current cash value 



Application/Control Number: 09/645,795 



Art Unit: 3626 



Page 21 



9. Claim 78 is rejected under 35 U.S.C. 103(a) as being unpatentable over Joao 
(6,347,302) in view of Joseph (2001/0034690). 

(A) As per claim 78, Joao discloses a method for receiving an insurance policy for an 
item, comprising: leasing an item for a predetermined period of time (See Joao, Col. 13, 
lines 34-67 to Col. 14, line 65); creating an electronic record on a computer that includes 
item information, lessee information and an expiration date associated with the duration 
of the lease (See Joao, Col. 16, lines 49-67 to Col. 17, line 33); storing the electronic 
record (See Joao Col. 16, lines 49-67 to Col. 17, line 33). 

Joao does not explicitly disclose creating an offer to purchase the item at the 
expiration of the predetermined period of time; and incorporating an insurance policy for 
the item, wherein at least a portion of the premium corresponding to the insurance 
policy is paid by a third party, as part of the purchase offer; and transmitting the 
purchase offer to the lessee based on the electronic record. 

However, these features are known in the art, as evidenced by Joseph. In 
particular, Joseph suggests creating an offer to purchase the item at the expiration of 
the predetermined period of time (See Joseph, Page 5, Paragraph 0045); and 
incorporating an insurance policy for the item, wherein at least a portion of the premium 
corresponding to the insurance policy is paid by a third party, as part of the purchase 
offer (See Joseph, Page 4, Paragraphs 0043-0045); and transmitting the purchase offer 
to the lessee based on the electronic record (See Joseph, Page 4, Paragraphs 0043- 
0045). 
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It would have been obvious to one of ordinary skill In the art at the time of the 
invention to have included the feature of Joseph within the system of Joao with the 
motivation of providing a computer-based system for facilitating transfer of vehicle 
leases between parties includes a web site computer system including a database of 
vehicle lease records concerning vehicles available for transfer (See Joseph, Page 1, 
Paragraph 0010). 

Response to Arguments 

10. Applicant's arguments filed on 04/18/05 with respect to claims 1-78 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited not applied art teaches system and method for 
generating automated quotes and for credit processing (2002/0082860). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Vanel Frenel whose telephone number is 571-272-6769. 
The examiner can normally be reached on Monday-Thursday from 6:30 am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
305-7687 for regular communications and 703-305-7687 for After Final 
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communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
1113. 

VF 

V.F 



July 7, 2005 




